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Response to Arguments 

1. Applicant's arguments witfi respect to claims 1, 2, 4, 5, 7, 8, 10, 11, 13, 14, 17- 
20, and 25-43 have been considered but are moot in view of the new ground(s) of 
rejection. 

2. The indicated allowability of claims 15, 16, and 21-24 are withdrawn in view of 
the newly discovered reference(s) to Application Number 10/793179, Houck et al. (US 
4,600,027) and Schneider (US 5,979,459). Rejections based on the newly cited 
referen<:»(s) follow. 

Claim Rejections • 35 USC §112 

3. Claims 26, 28, 31 , 33 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent fomn for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. Claims 26 and 31 
contain only method steps and present no structural details concerning the apparatus 
described in claim 1 

Doubie Patenting 

4. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
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from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Omum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1 .321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

5. Claims 1, 2. 4. 5. 7, 8. 10, 11, 13. 14, 16, 17, 19, 20, 25, 27, 29, 30, 32, 34, and 
35 are provisionally rejected on the ground of nonstatutory double patenting over claims 
1, 2, 4, 10, 11, and 15 of copending Application No. 10/793179. This is a provisional 
double patenting rejection since the conflicting claims have not in fact been patented. 

The subject matter claimed In the instant application is fully disclosed in the 
referenced copending application and would be covered by any patent granted on that 
copending application since the referenced copending application and the instant 
application are claiming common subject matter, as follows: 

6. Regarding claims 1,4. 25, 27, 32, and 34, claim 1 of Application 10/793179 
describes an apparatus comprising a means for supplying cigarette rods, means for 
rotating the cigarette assembly along its longitudinal axis comprising a roll drum and roll 
block, a means for applying a predetermined patter of additive on a predefined region of 
the cigarette assembly, wherein the roll drum has a plurality of transverse groves sized 



for supporting he cigarette with recesses aligned with the predetermined region. 
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7. Although 10/793179 does not disclose a transfer drum and a cooperating laser 
cam, these parts serve the same function as the roll drum and roll block of 10/793179. 
It would have been obvious to one of ordinary skill in the art at the time of invention to 
use a drum, whether a roll, transfer, or other drum, to receive the cigarette and a 
cooperating block, cam, or other device to cause the cigarette to roll on the drum. 

In addition, the circumferential grove in the instant application on the transfer 
drum is identical to the "plurality of recesses" in claim 1 of the 10/793179 application. 

8. Regarding claims 2, 5, 19, and 20, claims 2 and 4 of application 10/793179 
describe a means for applying that comprises spray nozzle, a spray jet, or a brush. 

9. Regarding claims 7, 8, 13, 14, 16, 17, and, 35 claims 10, 11, and 15 of 
application 10/793179 describe a method that supplying a cigarette assembly, rotating 
the assembly about its longitudinal axis in a controlled manner, applying a 
predetermined pattern of additive material using a application means that applies a 
band circumscribing the cigarette, and rotating the cigarette so that the predetermined 
region is over a recess. These limitations are substantially identical to the substance of 
Instant claims. 

1 0. Regarding claims 29 and 30, it would have been obvious from the claimed 
limitation in 10/793179. that to fomi a band around the cigarette, one would rotate the 
cigarette at least one complete rotation about its longitudinal axis. 

1 1 . Claims 15, and 21-24 are provisionally rejected on the ground of nonstatutory 
double patenting over claims 1 , 2, 4, 10, 1 1 , and 15 of copending Application No. 
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10/793179 in view of Houck et al. (US 4,600,027). This is a provisional double 
patenting rejection since the conflicting claims have not in fact been patented. 

The subject matter claimed in the instant application is fully disclosed In the 
referenced copending application and would be covered by any patent granted on that 
copending application since the referenced copending application and the instant 
application are claiming common subject matter, as follows: 

12. Regarding claims 21 and 23 of Application 10/793179 describes an apparatus 
comprising a means for supplying cigarette rods (capable of supplying any rod-shaped 
material), means for rotating the cigarette assembly along its longitudinal axis in a 
controlled manner, a means for applying a predetemriined patter of additive on a 
predefined region of the cigarette assembly as the cigarette rod is rotated, but no laser 
perforation means is disclosed. 

13. Houck et al. disclose a laser perforation means (figure 8), in which the laser 
beam is focused to traverse the rotating cigarette...", indicating that cigarette is rotated 
while the laser is operating upon It. As such, it would have been obvious to one of 
ordinary skill in the art at the time of invention to use a laser perforation system 
concurrently with an application system because the cigarette is being rotated for both 
operations and combine two operations would cut processing time, reduce the number 
of drums needed for separate cigarette rotation steps, which would reduce capital cost 
and maintenance costs. 
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14. Regarding claims 22 and 24, the circumferential grove in the instant application 
on the transfer drum is identical to the "plurality of recesses" in claim 1 of the 10/793179 
application. 

15. Regarding claim 1 5, the method disclosed in claim 22 of 10/793179 describes 
supplying two formed cigarette rods and a double length filter element in between 
(commonly known as the two-up filter cigarette), rotating the cigarette about its 
longitudinal axis in a controlled manner, applying a first and second predetemnined 
pattern of additive material as the cigarette assembly is rotated. However, laser 
perforation is not disclose. However, the apparatus disclosed by Houck et al. would be 
obvious to use with the apparatus and method of 10/793179 (see rejection of claims 21 
and 23 above), and therefore, the method of using a laser perforation system 
concurrently with an application means would have been obvious to one of ordinary skill 
in the art at the time of invention. 

16. Regarding claim 18, laser perforation is disclosed by Houck et al. (see rejection 
of claim 15). 

1 7. Claims 36-43 are provisionally rejected on the ground of nonstatutory double 
patenting overclaims 1, 2, 4, 10, 11, and 15 of copending Application No. 10/793179, 
as applied to claims 7 and 10 above, in further view of Molins et al. (US 4,1 1 1 ,740), 
Schneider (US 5,979,459), and Houck et al. (US 4,600,027). This is a provisional 
double patenting rejection since the conflicting claims have not in fact been patented. 
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The subject matter claimed in the instant application is fully disclosed in the 
referenced copending application and would be covered by any patent granted on that 
copending application since the referenced copending application and the instant 
application are claiming common subject matter, as follows: 

18. Regarding claims 36, 37, 40, and 41 it would be obvious in view of Molins et al. 
to add additive in a controlled pulse (accomplished through a nozzle described by 
Molins et al.) and It Is obvious to those in the art that additives preferably form films on 
the material they are being applied to. 

19. Regarding claims 38, 39, 42, and 43 the wrapper porosity (as measured in 
CORESTA units) lacks criticality in the function of this method. One of ordinary skill 
would understand that using paper with almost any porosity would make the method 
functional, however, different porosities may be needed for the desired use of the end 
product. As such it would be obvious to one of ordinary skill in the art at the time of 
Invention to use wrappers with typical porosities for the intended use of the cigarette 
being manufactured. 

Claim Rejections - 35 USC § 102 

20. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(f) he did not himself invent the subject matter sought to be patented. 
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Claims 1. 2, 4, 5. 7, 8. 10, 11, 13. 14, 16, 17, 19. 20, 25, 27, 30, 32, and 34 are 
rejected under 35 U.S.C. 102(f) because tlie applicant did not invent the claimed subject 
matter. A separate application (10/793179). from the same assignee with no common 
inventor claims similar subject matter. As indicated in the obvious type double patenting 
rejection above, the claims differ in terminology as to what the drum and roll blocking 
means are called, but there is no material difference in the invention (see drawings). 
Analysis of the prior art in both cases indicates that the same aspect of both inventions 
(the recess or grove under the predetermined area where and additive is applied) will 
form the crux of the invention. In addition, the drawings of the drum in both cases, 
figure 5 in 10/793179 and figure 3 in 10/713569 (1 1/13/2003), are identical showings of 
this inventive concept. The other drawings in the case also show surprising similarities. 

21 . Because both cases the claims in both cases are drawn to apparently identical 
inventions, yet there are no common inventors and the same assignee, the question of 
who invented the subject matter must be raised. 

Claim Rejections - 35 USC § 103 

22. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

23. Claims 1, 2, 4, 19, 20. 25-28, and 31-34. are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Luke et al. (US 4,583,558) in view of Molins et al. (US 
4.111.740). 
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24. Regarding claims 1 and 4, Luke et al. disclose a drum and cooperating block that 
consist of a means for supplying a fonned cigarette components, a means for rotating 
the cigarette rod about its longitudinal axis in a controlled manner, and contains a 
means for applying a predetermined pattern. In Luke et al. the pattern is not an applied 
material, it is instead a burning process, and means for rotating the cigarette rod is 
disclosed as being capable of maintaining the rod in one location relative to the tipping 
machine. 

25. Molins et al. disclose a cigarette rod processing system that uses an application 
means consisting of printing surfaces to apply an additive to predetermined locations 
(figures 1 and 2, element 14A). It would have been obvious to one of ordinary skill in 
the art at the time of invention to use the printing surfaces disclosed by Molins et al. in 
the apparatus of Luke et al. in place of the heating element. Replacing one form of 
marking (electrical heating) with another (applying an additive) would have been within 
the understanding and capabilities of one of ordinary skill and would have resulted in an 
effective application apparatus with the benefits of both inventions. 

26. The means for rotating disclosed by Luke et al. is capable of rotating the 
cigarette about its longitudinal axis in one location relative to the tipping machine by 
halting the forward direction of the drum but continuing the rotation of the rollers (figure 
2, element 8). The cigarette would continue to rotate about its axis. 

27. Regarding claims 2, 4, 19, and 20, Molins et al. disclose an application means 
(figure 1, element 16) proximate to the roll block (element 18), composed of a nozzle 
(col. 2, 20-25), or a transfer pad (figure 9, element 66; col. 1, line 23-32). 
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28. Regarding claims 25 and 27, Luke et al. do not disclose a transfer drum and 
cooperating laser cam. However, Luke et al do disclose the use of a drum and a roll 
block, and it would have been obvious to one of ordinary skill in the art at the time of 
invention that these devices could have been called a transfer drum and laser cam. 

29. Regarding claims 26 and 28, the invention of Luke et al. is capable of rotating a 
cigarette rod about its longitudinal axis for one full rotation. 

30. Regarding claims 31 and 33, the invention of Luke et al., with the means for 
applying of Molins et al. is capable of applying a band that circumscribes the cigarette 
rod in a predetemiined location (pattern). 

31 . Regarding claims 32 and 34, Luke et al. do not disclose a circumferential grove 
in the transfer drum, however, Mollins et al. show a circumferential grove in a transfer 
drum illustrated in figure 9. Molins et al indicate that the fingers (62A) help remove the 
groups of filter sections from the drum 61 . It would have been obvious to one of 
ordinary skill in the art at the time of invention that the fingers of 62A would have been 
placed into circumferential groves in the drum. These groves are capable of being 
located under a predetermined region. 

32. Claims 21-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Luke et al. (US 4,583,558), in view of Molins et al. (US 4,1 11 ,740) and Schneider (US 
5,979.459). 

33. Regarding claims 21 and 23, Luke et al. disclose a drum and cooperating block 
that consist of a means for supplying a formed cigarette components, a means for 
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rotating the cigarette rod about its longitudinal axis in a controlled manner, and contains 
a means for applying a predetermined pattern. In Luke et al. the pattern is not an 
applied material, it is Instead a burning process, and there Is no teaching of using lasers 
to perforate the rod materials. 

34. Molins et al. disclose a cigarette rod processing system that uses an application 
means consisting of printing surfaces to apply an additive to predetermined locations 
(figures 1 and 2, element 14A). It would have been obvious to one of ordinary skill in 
the art at the time of invention to use the printing surfaces disclosed by Molins et al. in 
the apparatus of Luke et al. in place of the heating element. Replacing one form of 
marking (electrical heating) with another (applying an additive) would have been within 
the understanding and capabilities of one of ordinary skill and would have resulted in an 
effective application apparatus with the benefits of both inventions. 

35. Neither Luke et al. nor Mollins et al. disclose incorporating laser perforation, 
however, it is well known In the art to perforate cigarette assemblies using lasers. For 
instance, Schneider indicates that, "The ventilation zone may be generated, for 
example, by perforation of the filter wrapper by laser beams but also in a number of 
other ways." It would have been obvious to one of ordinary skill In the art at the time of 
invention to combine the known technique of laser perforation with the invention 
described by Luke et al. and Molins et al. Accomplishing more than one operation at a 
time, such as perforating as well as applying material, would reduce the number of 
steps, saving processing time, reducing the number of transfers of cigarettes from drum 
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to drum, thereby reducing damage to tlie cigarettes and reducing maintenance costs for 
additional equipment. 

36. Regarding claims 22 and 24, Luke et al. do not disclose a circumferential grove 
in the transfer drum, however, Mollins et al. show a circumferential grove in a transfer 
drum illustrated in figure 9. Moltns et al indicate that the fingers (62A) help remove the 
groups of filter sections from the drum 61 . It would have been obvious to one of 
ordinary skill in the art at the time of invention that the fingers of 62A would have been 
placed into circumferential groves in the drum. These groves are capable of being 
located under a predetermined region. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael J. Felton whose telephone number is 571-272- 
4805. The examiner can normally be reached on Monday to Friday, 7:30 AM to 4:30 
PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven P. Griffin can be reached on 571-272-1 189. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding tlie status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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